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Copyright Protection for Computer Softwares
and Databases: From Sweat of the Brow to
Modicum of Creativity

J. K. Das

|. Introduction:

Life in this century has been transformed by technolagy perhaps
nowhere has the change been more spectacular than in the field of
communications. The growth oriented change in the economic policy necessitates
availability of latest information to all in all fields. In order to achieve the growth
oriented change, today everything is in the process of transformation from manual
to electronic. The impact of these galloping technological developments (various
types of computers like desktop computers, master computers to feed desk top
computers and super computers to which the master computers are linked) has
led to certain problems in the field of computer software too. Since a massive
amount of time is required to create a computer programmes and the investment
in terms of money is huge, reproduction of this software by pirating the original
will be much easier and would not involve expenditure of so much time and
money Therefore, some kind of protection must be provided to creators of
software against piracy otherwise, we may reach a stage where no one is willing
to create software for the simple reason that returns are not even equal to the
investment. Since the economic aspect would be in favour of pitaeyl
obviously be immense. Therefore, there is a need to have a specially trained
judiciary to decide cases relating only to copyright violations in general and
violations of computer programmes in particulgain since the modes of
infringing would be different and complex, there is a need to create a special
force to detect these violations. Most of the problems would be faced in the field
of industrial software. The question usually asked is: What is software and why
protection to software? The complex technologies have often relied on changing
legal interpretations to suit themselves into the copyright law framework.
Therefore, another question arisé#hat is the legal position in thgreement
on Trade-Related\spects of Intellectual Property Rights (TRIR§eement)
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for protection of computer software and databas#b@ther CopyrighAct

1957 protects new technologies like computer software and databasas?
CopyrightAct protects “original” works, tacitly galvanizing the distinction between
“idea” and “expression”. Can compilation work be protected under Copyright
Act? The Doctrine of “Sweat of the Brow” has been used as tool of judicial
interpretation of copyright cases in India. Whether the doctrine is still relevant?
Can “Modicum of Creativity” theory be applied in case of protection of computer
software and databases? Whether punitive damages can be awarded in case of
piracy of computer software and databas€k@ Article demonstrates the
aforesaid issues?

Il. What is Software and why Software Protection?

A computer software is nothing but a set of commands, on the basis of
which the computer may be directed to perform the desired funatgmftware
is completely unlike a book or a painting. The question as to whether software is
tangible or intangible property has been considered b&rtrexican Courts. In
America there is a diérence of opinion amongst the various Courts. However
the majority of the Courts have held that a software is an intangible prfoperty
The reasoning for arriving at this conclusion is basically that the information
contained in the software programs can be introduced into ths asenputer
by several dferent methods, namelga) it could be programmed manually by
the originator of the program at the location of the 'sseomputerworking
from his own instructions or (b) it could be programmed by a remote programming
terminal located miles away from the useromputemwith the input information
being transmitted by telephone; or (c) more commonly the computer could be
programmed by use of punch cards, magnetic tapes or discs, containing the
program developed by the vend@omputer software has also been explained
by the Delhi High Court iMmway India Enterpriseg Deputy Commissioner
of Income-tag to include computer programme recorded on any disk, tape,
perforated media or other information storage device. Therefore, computer
software is goods and a tangible asset by it§die Apex Court inTata
Consultancy Seicesv. Sate of Andhra Pradesh observed:

“Software is an essentially classic form of intellectual prop€&ttg

2 Commece Union Banky. Tidwell, 538 S.W2d 405;Sate ofAlabamav. Central
Computer Sesices INC 349 So. 2d1156; The First National Bank of Foibrth v.
Bob Bullock,584 S.W2d 548;First National Bank of Springfield Depatment of
Revenue421 NE2d 175Compuseve, INC.v. Lindley, 535 N.E. 2d 360Northeast
Datacom, Inc., et al. City of Wallingford, 563A2d 688.

3 [2008] 301 ITR 1 (Delhi): (200818 TTJ (Delhi) 476 Commissioner of Income-tax
Arawali Constuctions Co. (B Ltd.,(2002) 177 CTR (Raj) 79: [2003] 259 ITR 30 (Raj).

4 2001 (2) SCALE417: (2001) 4 SCC 629.
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value of the tapes on which it is sold is much lesser than the value
of the software programme itself; that the software programme is
always transferred onto the hardware and then the tapes are useless;
that, therefore, the licensee/payer is paying for the programme and
not for the tapes or discs; these discs are different from music
cassettes and video tapes, music reels, etc. because the programme
on the discs is separable and is always transferred to the hardware,
whereas in the case of music cassettes, etc. though they may be
separable and can be transferred to another cassette or tape this is
not generally done and the music or movie always remains on the
tangible property on which it was stored when sold; that there are
other methods by which a software programme can be installed,
like, the programme directly keying in the programme can be installed,
like, the programme directly keying in the programme through the
console keyboard; that what is transferred is the right to use the
programme (which is a set of instructions) and not the tape on which

it is stored; that though software has a physical component, these
physical components are merely tangential incidents of a computer
programme, they do not change the prograramlearly intangible
charactef

Again Bombay High Court inAbdulgafarA. Nadiadwalav. Assistant
Commissioner of Income and Ors® held that Sections 10and 10B of the
IncomeTexAct deal with export incentives and exempt income from export of
articles and things and computer software. These sections define “computer
software” to mean any computer programme recorded on any disc, tape,
perforated media or another information storage device Thus, according to the
assessee, there is overwhelming authority for the view that even intangible rights,
etc , once recorded on a tape or disc, can be considered as goods and merchandise.
In Ambience Spac8ellers Ltd.v. Asia Industrial €chnology (P) Ltd?,the
Bombay High Court has held that broadcasting of signals through satellite for the
purpose of transmission on television are movable properties within the meaning
of the Sale of Goodact. The Apex Court inAssociated Cement Companies
Ltd. v. Commissioner of Custom&xamined the issue whether drawings and
designs could be considered as goods. While answering this question, the Court
ruled that technical device or information technology may be an intangible asset
but the moment the information of device is put on media, whether on paper or
cassettes or diskettes or any other thing, then it becomes chiht#éipex
Court further inCommissioner of Customs Excise, New Delhiving Media

5 (2004) 188 CTR (Bom) 232: [2004] 267 ITR 488 (Bom).
6 1998 PTC 19.
7 AIR2001 SC 862: (2001) 4 SCC 593.
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(India) Ltd 8, observed:

“Therefore, the intellectual input in such items greatly enhances the
value of the paper and ink in the aforesaid examples. This means
that the charge of a duty is on the final product, whether it be the
encyclopedia or the engineering or architectural drawings or any
manual... Similar would be the position in the case of a programme
of any kind loaded on a disc or a flopppr example in the case of
music the value of a popular music cassette is several times more
than the value of a blank cassette. Howgtarpre-recorded music
cassette or a popular film or a musical score is imported into India
duty will necessarily have to be charged on the value of the final
product.”

Thus, “computer software” including computer programme, drawings,
designs, broadcasting of signals are goods and tangible assets by themselves.
The cost of developing a programme is far greater than the one involved in
duplicating it, this works as an incentive to pirates to go in for unauthorized
duplication at the cost of original creator of a programme. Therefore, the
programme will be disseminated only if the creator can recover all his costs plus
some kind of profit and he can spread his cost over sale of number of copies of
his work with some kind of protection from unauthorized duplication since these
works are the product of great intellectual effort and their utility cannot be
questioned. Computer software may also be explained to constitute the following
three elements:

1. “Computer programme”: which means a set of instructions expressed
in words, codes, schemes or in any other form, including a machine
readable medium, capable of causing a computer to perform a particular
task or achieve a particular result

2. “Programme Description”: which is a comprehensive procedural
presentation in verbal, schematic or other form, in sufficient detail to
determine a set of instructions constituting a corresponding computer
programme.

3. “Supporting Material”: it is a material other than a computer programme
or a programme description, created for aiding the understanding or
application of a computer programme, i.e. problem descriptions and

8 JT2011 (9) SC 324: 21 (9) SCALE 153.See alstata Consultancy Seicesv. Sate
of Andhra PradeshAIR 2005 SC 371: (2005) 1 SCC 308.

9 Tata Consultancy Seicesv. Sate ofAndhra PradespAIR 2005 SC 371: (2005) 1
SCC 3080.R.G Systems, Badav. Collector of Central ExciséIR 1998 SC 2662:
(1998) 6 SCC 56.
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user instructions.

The computer cannot open without the operating system. The laptop without
an operating system is like an empty building. It may be clarified that the operating
system can also be imported as a packaged software which is like an accessory
A laptop is a small portable Personal Computer (in short ‘PC’). It runs either on
battery or electricityLaptop has a screen and a small key board. Most of the
laptops run on the same software as their desk top counterparts. The Supreme
Court inCommissioner of Customs, ChenmaHewlett Packad India Sales
(P) Ltd*%, observed:

“Software is a computer programme. It consists of instructions that
make hardware work-here are two types of softwasghamely
system software which controls the working of the computer and
application software such as word processing programmes,
databases etc., which perform the tasks for which we use computers.
In addition, we now have network software which enables groups
of computers to communicate, and language software which
provides programmers with the tools with which they write
programmesWe also have what is called as packaged softaare’
which are sold through retail outlets.”

The definition of software covers not only the actual software but also
switching operations of hardware components according to a particular programme
and the action which translates other programmes expressed in a programming
language into their final form. It also covers many other kinds of programmes
complementing the hardware in a computer so as to make easy the carrying out
of the new programmes. In view of this comprehensive definition, it is important
to protect rights of the individuals and the firms developing software either under
the existing law or if it is inadequate to amend the law and if necessary by
framing a new law

. TRIPS Agreement:

TRIPSAgreement (Agreement dirade-Relatedspects of Intellectual
Property Rights) made significant progress over pre-existing international copyright
law in clarifying that computer programmes should be protected as literary works.
TheBerne Conventionn Article 1, defines the objective of the Berne Union as
the protection of the rights of authors in their literary and artistic warkisle
2 of this convention then goes on to define this term. These are broadly defined
as every production in the literasgcientific or artistic domain, whatever may be

10 WIPO, Model Provisions on Protection of Computesfdvare, (1978), see, M.
Dhar, “Intellectual Property in Computer Prograrifgeakness of the Indian Copyright
Act, 1957,” 28Journal of the Indian Law Institu{@986) pp. 487-496.

11 2007 (10) SCALE 535: (2007) 8 SCC 404.
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the mode or form of its expressiétdthough this article merely gives illustrations

of what could constitute literary or artistic works, the non-inclusion of specific
works had led to a debate on whether computer programmes were included or
not. Article 10 of TRIPSAgreementow clarifies that computer programmes

are eligible for protection under copyright laticle 10 runs a follows:

“Article 10: Computer Programs and Compilations of Data.

1. Computer programs, whether in source or object code, shall be
produced as literary works under tRerne Conventiod971.

2. Compilation of data or other material, whether in machine
readable or other form, which by reason of the selection or
arrangement of their contents constitute intellectual creations
shall be protected as such. Such protection, which shall not extend
to the data or material itself, shall be without prejudice to any
copyright subsisting in the data or material itself.”

Article 10.1 ofTRIPSAgreemenprovides for the protection of computer
programmes, whether in source or object code, as literary works. By specifying
that computer programmes are be protected as literary works, the shorter term
of protection of 25 years applicable to works of applied art undeBéhee
Convention[Article 7(4)] was explicitly excludedArticle 2(5) of theBerne
Conventiorrecognises the protection of collections of literary or artistic works
which, by reason of their selection and arrangement of their contents, constitute
intellectual creations without prejudice to the copyright in each of the works
forming part of such collectionéccording to theNIPO Guide to béBerne
Conventionthe creator of such a collection is requised to bring to bear an
element of creativity to such a work. In other words, a telephone directory that
simply lists names and addresses with no creative selection or arrangement cannot
be protected under this provisidirticle 10.2 ofTRIPSAgreement elaborates
this provision oBerne Conventioto include: (i) a databases or other compilation
of data or other material, (i) material in both machine- readable or other form,
(iii) compilations of non-copyrightable matetfal

IV. Copyright Act 1957:

IV (i) Legislative Scheme of Protection: Computer Programmes and
Databases

Subiject to the provisions of Section 13 and the other provisions of the
IndianCopyright Act 195.ahere shall be a copyright throughout India in “original
literary work”, dramatic, musical and artistic works, cinematograph films and
sound recording, subject to the exceptions provided in Sub-sections (2) and (3)

12 See, Jayshre¥/atal, Intellectual Popetty Rights in the WO and Developing
Countries Oxford University Press, NeVork (2001).
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of Section 13. For copyright protection, all literary works have to be original as
per Section 13 of thAct. However there are two classes of literary works:
(a) primary or prior works, and (b) secondary or derivative works. Primary or
prior works are the literary works not based on existing subject-ithtezfore,
would be called primary or prior works. Secondary or derivative works are literary
works based on existing subject-matter; since such works are based on existing
subject-matterthey are called derivative work or secondary work. For the
purposes of thAct, Section 14(1) enumerates what shall be a copyright which
is an exclusive right, subject to the provisions ofAbg to do or authorize the
doing of the acts provided in Clauses (i) to (vii) in respect of a work or any
substantial part thereof in the case of a literdrgmatic or musical work, not
being a computer programme.

The IndianCopyright Act 195%as been amended several times. The
Copyright (Amendmenthct, 1994 has included “computer programmes” and
also added “databases” within the definition of literary works. Section 2(0) defines
“literary work” to include (among others) computer programmes, tables and
compilations including computer databases. Section 2(y) defines “work” as
meaning any of the following works namely: (i) a literadgamatic, musical or
artistic work,(ii) a cinematographic film, (iii) sound recording. Under Section 14,
literary work is one of the items wherein exclusive rights can be claimed so as to
amount to copyright. Under Section 17(c) if a work is made in the course of
others employment under a contract of service or apprenticeship it is the employer
who is the first owner of the copyright therein in the absence of any agreement
to the contraryf. As per Section 2ft) a computer programme means a set of
instructions expressed in works, codes, and schemes or in any other form, including
a machinereable medium, capable of causing a computer to perform a particular
result. Thus copyright subsists in a computer programme including databases
provided sufficient effort or skill has been expended to give it a new or original
character But it must be written down, recorded or otherwise reduced to a
material form. Howeverit has been gued that computer programmes and
databases are not “original literary works” rather compilation of various works;
therefore, these works are not protectable under copyrightNaw question
arises: What criteria are to be adopted for determining the scope of copyright
protection in case of compilation wétkWhether compilation work of “computer
programmes” and “databases” are entitled for copyright protection? If so what
is the scope and ambit?

13 Burlington Home Shopping Pvt. Ltd Rajnish Chibber andnothey 1996 PTR 40:
(1995) 15 PTC 274.

14 Gurleen Kaur and Orsz. Sate of Punjab and Org2010) ILR 1 Fand H 52Fastern
Book Company and Ong.D.B. Modak and\nr., AIR 2008 SC 809: (2008) 1 SCC 1.
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IV (ii) Development Priorto 1994Amendment: Protection of Compilation
Work

Prior to Copyright (Amendmenict, 1994 the scope and ambit of copyright
protection in case of a compilation work was settled by Courts in various cases.
The question whether a plaintiff is entitled to copyright in his coupon depends on
whether it is an original literary work. The words “literary work” includes a
compilatior¥®. They are used to describe work which is expressed in print or
writing irrespective of whether it has any excellence of quality or style of writing.
The word “original” does not demand original or inventive thought, but only that
the work should not be copied but should originate from the autNow question
arises: whether a work in the nature of a compilation is original? It is wrong to
start by considering individual parts of it apart from the whole, as the appellants
in their argument sought to do. For many compilations have nothing original in
their parts, yet the sum total of the compilation may be original. In such cases the
courts have looked to see whether the compilation of the non-original material
called for work or skill or expense. If it did, it is entitled to be considered original
and to be protected against those who wish to steal the fruits of the work or skill
or expense by copying it without taking the trouble to compile it themselves. So
the protection given by such copyright is in no sense a mondpoitis open to
a rival to produce the same result if he chooses to evolve it by his own Fbours

Thus, directories, catalogues, and the like have been held to be original
and to acquire copyright if the work that goes to their making has been sufficient
In G A. Cramp. andSons Ltdv. Frank Smythson L, it was held to have
no copyright where the work of compilation was not “substantial” but “negligible”.
The arrangement of the material is one of the factors to be considered. The
Court said:

“There was no evidence that any of these tables was composed
specially for the respondentdiary. There was no feature of them
which could be pointed out as novel or specially meritorious or
ingenious from the point of view of the judgment or skill of the
compiler It was not suggested that there was any element of
originality or skill in the order in which the tables were arranged.”

So in each case it is a question of degree whether the labour or skill or
ingenuity or expense involved in the compilation is sufficient to warrant a claim

15 Ladbmoke (Football) Ltdv. William Hill (Football) Ltd.,1964WL 19516 (HL): [1964]
1Al E.R. 465.

16 University of London Rss Ltdv. University Titorial Press Ltd, [1916] 2 Ch. 601,
608.

17 Kellyv. Morris., (1886) L.R. 1 Eqg. 697, 701.

18 H. Black lock and Co. Ltd. C. Arthur Pearson Ltd[1915] 2 Ch. 376: 3T.L.R. 526.

19 [1944]A.C. 329.
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to originality in a compilation. IMacmillan and Cov. K. and J. Coopéf, an
abridgement of an authierwork which in fact was not an abridgement but was
a collection of detached passages from the alghawrk joined together was
held not to be an abridgement of the original work of the author but merely a
selection of scripts taken from the autisavork printed in the form of a narrative.
The Judicial Committee observed:

“...itis the produce of the labqgukill and capital of one man which
must not be appropriated by anotheot the elements, the raw
material if one may use the expression, upon which the labour and
skill and capital of the first have been expendedsecure copyright

for this product it is necessary that the labakill and capital
expended should be sufficient to impart to the product some quality
or character which the raw material did not possess, and which
differentiates the product from the raw material.”

In G A. Gramp and Sons Ltd. Frank Smythson Lt both the parties
were publishers of pocket diaries. The question for consideration was whether
the appellants in inserting certain tables in their diary of 1942 had infringed any
copyright that the respondents had in a collection of tables included in their pocket
diary known as “Litublue”. Seven of the tables in the appellants’ diary had been
copied from the respondentary. The question was whether having regard to
its nature and subjects the compilation to be found in the respondents’ diary
which had thus been copied and made use by the appellants could be regarded
as the subject matter of copyright. It was held that the impugned compilation fell
short of “displaying the qualities requisite to attract copyright.” The court further
observed:

“Under Section 1 (1) of the Copyrightt of 1911 copyright subsists

in ‘every original literary work’ and this expression includes
compilation. The existence of sufficient originality is a question of
fact and degree.”

Similarly, in S. K. Duttv. Law Book Cg?? the plaintif had alleged that
that the copyright in his work “Indian PartnersAig, by Mukerji and Dutt” had
been infringed by the second defendant in his publication entitled “Law Book
Companys Commentaries of law and Practice of Partnership and Private
Companies in India”. It was observed that in order to construe infringement of a
man's copyright there must be §iafent infringement of the work. Fair Dealing
by any one has been kept out of the mischief of the Copyhigffit It was
further observed:

20 AIR 1924 PC 75.
21 (1944A. C. 329).
22 AIR 1954All 570.

65



INDIAN JOURNAL OF LAW AND JUSTICE ISSN: 0976-3570

“Several persons may originate similar works in the same general
form without anyone infringing the law in regard to copyright. The
infringement comes in only when it can be shown that someone
has, instead of utilising the available sources to originate his works,
appropriated the labours of another by resorting to a slavish copy of
mere colourable imitation thereof. The ‘animus furandi’, that is, an
intention to take from another for purposes of saving lali®one

of the important ingredients to be found against a defendant before
he can, in a suit under the Copyriglat, be demnified.”

Further in Mohini Mohan Singhv. Sitanath Basgk the plaintif was
the author of a book entitled “Adarshalipi-o-Saral-Barna- Parichaya which was
first published in 1902 and had run into several editions. In 1919, the defendant
published two books in which, according to the allegations of the plaintiff, his
copyright in the afore said book had been infringed by the defendant. It was
observed that the question whether a colourable imitation had been made of the
work of another must necessarily be a question of Aaotere similarity was
not enough as it may be due to chance, both works having been taken from a
common source. It was observed: “Though similarity is to a large extent inevitable
and each one of the points of similarity may not be worth anything, a
conglomeration of so many points of similarity which, in the opinion of the
defendans own expert, constitutes a strange coincidence, points to the defendants
having copied from the plaintis book.”Govindanv. Gopalakrishng* was a
case of compilation. It was held that though in the case of “compilation” the
amount of originality will be very small but even that small amount is protected
by law and no man is entitled to steal or appropriate for himself the result of
anothets brain, skill or labour even in such works. On the defense plea of
common source it was held : “A person relying on it must show that he went to
the common source from which he borrowed, employing his skill, labour and
brains and that he did not merely do the work of the copyist, by copying away
from another work.” IrBhyam Lal Pahariav. Gaya Prasad Gupt& Allahabad
High Court examined the various cases on the issue of compilation work and
developed various principles enunciated in the cases may be briefly summarized
as follows:

1. A compilation which may be derived from a common source falls within
the ambit of literary work.

2. Awork of compilation of a nature similar to that of another will not by
itself constitute an infringement of the copyright of another pesson’
work written on the same pattern.

23 AIR 1931 Cal 233.
24 AIR 1955 Mad 391.
25 AIR 1971Al1192.
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3. The question whether an impugned work is a colourable imitation of
another persons’ work is always a question of fact and has to be
determined from the circumstances in each case.

4. The determining factor in finding whether another persoapyright
has been infringed is to see whether the impugned work is a slavish
imitation and copy of another perssmvork or it bears the impress of
the authois own labours and exertions.

From the various statements of the authoftiasd the trend of judicial
opinion it is clear that a compilation of previous work developed by any one by
devoting time, mongyabour and skill though the sources may be commonly
situated amounts to a “literary work” of the author has a copyright. Thus, a
compilation derived from a common source falls within ambit of literary work.
work of compilation of a nature similar to that of another will not by itself constitute
an infringement of the copyright of another persambrk written on the same
patternThe question whether a work is colourable imitation of another person’
work is always a question of fact. The determining factor is to see whether the
impugned work is a slavish imitation and a copy of another persank or it
bears the impress of the auttsoown labours and exertions.

IV (iii) Post 1994Amendment Development on ComputerSoftware and
Databases: Doctrinal Tension.

(a)Doctrine of Sweat of the Brow: Its Contemporary Relevance

During post Copyright (Amendmerixt, 1994 a lage number of cases
have been decided by Indian Courts. Indian law has recognized that computer
programmes, tables and compilations including computer databases are entitled
to copyright protectiofi. However that would not end the debafghe law
mandates that the work claiming protection ought to be original. Copyright law
does not also grant the author of a literary work protection on ideas arid facts

26 Waterlow Directors Ltd. vReed Information Seice Ltd 1992 F S R 40%Mlliam Hill
(Football) Ltd.v. Ladbmoke (Football) 1980 RPC 53%hemraj Shrikrishandas.

Garg and Co.AIR 1975 Delhil30: ILR 1975 Delhi 258ham Lal Paharia. Gaya
Prasad AIR 1971All 182; Govindanv. GopalakrishnaAIR 1955 Mad 391.

27 Section 2(0) of the Copyriglitct 1957 defines “literary work” to include (among
others) computer programmes, tables and compilations including computer databases.
Section 2(y) defines “work” as meaning any of the following works namely: (i) a
literary, dramatic, musical or artistic work,(ii) a cinematographic film, (iii) sound
recording. Under Section 14, literary work is one of the items wherein exclusive rights
can be claimed so as to amount to copyright. 3¢eG Systems. Collector of
Central ExciseAIR 1998 SC 2662: (1998) 6 SCC F®arbara Rylor Bradfod v.
Sahara Media Entertainment L{&@004 (28) PTC 474 (Cal): (2003) 47 SCL 445 (Cal).

28 Bakerv. Seldon[1879] 101 US 99Nicholsv. Universal Pictues Corporation45
F.2d (2d Cir1930);R. GAnandv. Delux FilmsAIR 1978 SC 1613: (1978) 4 SCC8L
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It is the creative expression of an idea or fact which gets rewarded by law
through copyright monopoly for a specified period. The law does not, however
protect every expression, but grants such recognition and protection to expressions
that are “original”. This standard is incorporated by Section 13, in respect of
every class of world literary work, in order to qualify as work in which copyright
can subsist, must therefore be original. The standard for judging “originality” has
undergone a radical change from the time a work was deemed original if it was
the product of the “Sweat of the Brow” as it was enunciatddniversity of
London Pes$®. The underlying notion of the “Sweat of the Brow” doctrine
was that copyright was a reward for the hard work that went into compiling
facts. The classic formulation of the doctrine was as follows:

“The right to copyright a book upon which one has expended labor
in its preparation does not depend upon whether the materials which
he has collected consist or not of matters whiclpat#ici juris,

or whether such materials show literary skill or originagither in
thought or in language, or anything more than industrious collection.
The man who goes through the streets of a town and puts down the
names of each of the inhabitants, with their occupations and their
street numbelcquires material of which he is the author”

One of the interesting questions that came up for consideration before the
Delhi High Court inBurlington Home Shopping Pvt. Ltd.Rajnish Chibbef
was regarding the protection of computer databases. In this case the plaintiff
was doing the business of mail order service. One of the major investments for
the success of the business is the compilation of the list of the customers. The
plaintiff has developed a list of customers’ database over a period of three years
prior to the institution of the suit by investing considerable amount of money and

29 The Chancery Court ibniversity of London Rass Limiteds. University Ttorial
Press Limited[1916] 2 Ch 60 observed thus: “Asswning that they are” literary work,
“the question then is whether they are original. The word” original “does not in this
connection mean that tbe work must be the expression of original or inventive thought.
CopyrightActs are not concerned with the originality of ideas, but with the expression
of thought, and, in the case of” literary work, “with the expression of thought in print
or writing. The originality which is required relates to the expression of the thought.
But theAct does not require that the expression must be in an original or novel form,
but that the work must not be copied from another work - that it should originate from
the authar[n the present case it was not suggested that any of the papers were
copied. Professor Lodge and .Miackson proved that they had thought out the
guestions which they set, and that they made notes or memoranda for future questions
and drew on those notes for the purposes of the questions which they set. The
papers which they prepared originated from themselves, and were, within the meaning
of theAct, original.”

30 1996 PTR 40: (1995) 15 PTC 274.
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time and kept it as a trade secret. The defendant, a previous employee of the
plaintiff, but not connected with the work of the compilation of the customers’
database, recently started mail order service busivessiding to the plaintff

the defendant managed to get a copy of the pleimtiustomers database and

was using it for establishing relationship with the plairgitustomers. It was
contended by the plaintiff that this amounted to infringement of copyright in the
database and violation of the trade secret. He, therefore, prayed for a permanent
injunction restraining the defendant from infringing the copyright and
confidentiality The defendant denied the allegations agded that the plainfif

had no copyright on the database on the ground that the address of customers
included in the database were collection of facts from common séooding

to the defendant he developed his own database and the utilization of it did not
amount to any infringement of the copyright of the plaintiff.

The court examined the question whether a compilation of addresses in
computer database from the common source is a literary work for the purpose
of copyright protectionAfter quoting from various provisiofisof the Indian
Copyright Act foreign authoritie¥ and case laws from Indfsand abroad:

R.C. LahotiJ concluded thus:

“From the above statement of the authorities and the trend of judicial
opinion it is clear that a compilation of addresses developed by any
one by devoting time, monghabour and skill though the sources
may be commonly situated amounts to a ‘literary work’ wherein
the author has a copyrigBt’

It is clear from Section 2(&) of the Act that computer database is
specifically included as a compilation to treat it as a literary work. But it is only
“original” literary work that is protected under Sectiod"18 theAct. In case of
compilations the originality is not on the materials but on the manner of organization
of the material since in some cases the materials as such can enjoy separate

31 The court referred to Sections 2(0), 2(y), 14 and 17(c) of the Coppaghd57.

32 The court quoted from Laddie, Prescot sfitbria, The Modern Law of Copyright,
1980; Copinger and Skone James on Copyrit®®,1; David BainbridgeSoftware
Copyright Law (1996).

33 Govindarv. GopalakrishnanAIR 1955 Mad 391Sham Lal Paharia. Gaya Prasad,

AIR 1971Al1 182.

34 Waterlow Directors Ltv. Reed Information Seice Ltd., 1992 FSR 409 andillam
Hill (Football) Ltd. v. Labroke (Football) Ltd1980 RPC 539.

35 Burlingtonv. Rajnish,1996 PTR 40 at 46.

36 Section 2(0) reads: “literary work includes computer programes, tables and
compilations including computer databases”.

37 Section 13(1) reads “Subject to the provisions of this section and the other provision
of thisAct, copyright shall subsist throught India in the following classes of works,
that is to say- (a) original, literarydramatic, musical and artistic works ....".
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copyright protection. It is the well established law of copyright that facts are not
copyrightable and are to be left open in the public domain as common source for
free use by the public for creation of new works since they are considered to be
the basic building blocks. Thus, in cases of compilation of facts the question is
whether there is any originality in the manner of organization of the facts for
copyright protection. So the important question in this case was not whether the
database was a compilation but whether the one created by the plaintiff would
qualify the test of ‘originality’ for the purpose of copyright protection. Instead of
examining this question, it appears that the court has followed the “Sweat of the
Brow” doctrine for the purpose of extending copyright protection for compilations
of facts. The court, thus, relied on the time, money and labour of the plaintiff in
collecting the information, which by itself is uncopyrightable, for the purpose of
extending copyright protection. Even though the court used the work ‘skill’, it
appears it has not inquired about the amount of skill used by the plaintiff in the
manner of organization of the compilation. Thus, the court focused on the slavish
imitation by the defendant to make out a clear case of infringé&niEné court

in this process has not dealt with the basic question of the requirement of originality
for the purpose of extending copyright protection to compilation as a literary
work. This seems to be the trend followed by the Indian courts even in earlier
cases.

The “Sweat of the Brow” doctrine had numerous flaws, the most glaring
being that it extended copyright protection in a compilation beyond selection and
arrangement, the compilsroriginal contributions, to the facts themselves. Under
the doctrine, the only defense to infringement was independent creation.
subsequent compiler was “not entitled to take one word of information previously
published,” but rather had to “independently work out the matter for himself, so
as to arrive at the same result from the same common sources of information.”
The Supreme Court iBastern Book Cov. D. B. Modak® relied on the US
and Canadighjudgments and observed thus:

“The sweat of the brow approach to originality is too low a standard
which shifts the balance of copyright protection too far in favour of
the ownets right, and fails to allow copyright to protect the public’
interest in maximizing the production and dissemination of intellectual
works. On the other hand, the creativity standard of originality is
too high A creative standard implies that something must be novel
or non-obvious - concepts more properly associated with patent
law than copyright lawBy way of contrast, a standard requiring
the exercise of skill and judgment in the production of a work avoids
these difficulties and provides a workable and appropriate standard

38 1996 PTR 40 at 46.
39 AIR 2008 SC 809: 2008 (1) SCC 1.
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for copyright protection that is consistent with the policy of the
objectives of the Copyriglitct.”

(b) Modicum of Creativity Theory and Abolition of Doctrinal Tension

A higher criterion of “Modicum of Creativity” theory was deemed necessary
after the decision of th@merican Supreme Court iiest Publication Incv.
Rural Telephone Seice®?. In this case the court had examined whether the
white pages of a telephone directory could claim copyright protection as
compilation. The court while rejecting the “Sweat of the Brow” doctrine followed
in earlier cases emphasized the need the demonstrate originality for the protection
of copyright in compilation. It was categorically stated that facts as such were
not copyrightable. The observation of the court is quite pertinent, as follows :

“This, then, resolves the doctrinal tension : Copyright treats facts
and factual compilations in a wholly consistent manfexts,
whether alone or as part of a compilation are not original and
therefore may not be copyrightédfactual compilation is eligible
for copyright if it features an original selection or arrangement of
facts. In no event may copyright extend to the facts themselves”.

Since there was no originality in the organization of the name and address
of the customers in the telephone directory the court held that the white pages
were not entitled to copyright protectf@nlt is true that the court has not laid

40 Feist Publications Incv. Rural Telephone Seice Co. Inc.18 USPQ 2d. 1275;
Matthew Bende& Co., Incv. West Publishing Co158 F3d 674 (2nd Cir1998);Key
Publications, Incv. Chinatown ©day Publishing Enterprises, In©45 F2d.509.

41 CCH Canadian Ltdv. Law Society of Upper Canad2)04 (I) SCR 339 (Canada).

42 (1991) 199 US 340he US Supreme Courthreist Publications Incz. Rural elephone
Service Co. Inc499US 340 (1991) observed thus: “Eiee qua nowof copyright is
originality. To qualify for copyright protection, a work must be original to the author
SeeHarper& Rowat 547-49. Original, as the term is used in copyright, means only
that the work was independently created by the author (as opposed to copied from
other works),and that it possesses at least some minimalegegf ceativity. M.
Nimmer & D. NimmeyCopyrightat 2.01[A], [B] (1990) (hereinafter Nimmefio be
sure, the requisite level of creativity extremely low; even a slight amount will
suffice.The vast majority of works make the grade quite easslyhey possess some
creative spark,” no matter how crude, humble or obvious “it mig/d keet. 1.08[C][l].
Originality does not signify noveltg work may be original even though it closely
resembles other works so long as the similarity is fortuitous, not the result of copying.
To illustrate, assume that two poets, each ignorant of the otirapose identical
poems. Neither work is novel, yet both are original and, hence, copyrightable ....”

43 The court observed: “The selection, coordination, and arrangement ofsRuinaé
pages do not satisfy the minimum constitutional standards for copyright protection.
As mentioned at the outset, Rusallhite pages ae entirely typical. Pesons desining
telephone sevice in Ruralservice area fill out an application and Rural issues them
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down the standard of originality or creativity required to be satisfied in compilation
for the purposes of determining copyright. It appears that it has been left to the
lower courts to find out the originality or creativity based on the facts of each
case.The application of the Feistratio by the US lower courts for extending
protection to magéand number8is indicative of this. Had the Indian Courts
examined these decisions, the court could have set the law in the proper direction.
It is also interesting to examine whether the act of making a single copy or
storing it in electronic means and using the information in it for business purpose
amounts to infringement of copyright or can be treated as a fair dealing for
private purposéiccording to Section 14 of the Indian Copyrigitt 1957, the

act of reproduction including the storing in electronic means, distribution,
communication to public, translation etc., are the rights of the copyright.dtvner

is the exercise of these rights without the authorization of the owner that constitutes
infringement of copyright. Strictly speaking, even making a single copy or storing
itin personal computer may amount to infringement of the reproduction right of
the ownerBut keeping in mind the public interest, the Copyrigtttpermitted
limited use of copyrighted materials without permission of the owner of copyright.
One such use is the fair dealing of literary work for privaté®useler Section

52 of the CopyrighAct. Itis true that thé&ct has not defined fair dealing and the
courts find it difficult to lay down precise standards. On an examination of the
case law from various jurisdictions it is clear that the most important test is to
find out whether the use is likely to harm the potential market or the value of the
copyrighted work.

It is generally understood that making a single copy for private use is
within the ambit of fair use. The US Supreme Court has examined the issue of
copying the entire work for private useSony Corpv. Universal City &idios
Inc.,*® and concluded that it falls within the scope of fair use. It is clear from the
facts of the present case that the copy possessed by the defendant was copied
from the plaintiff. It was not the allegation of the plaintiff that the defendant was
reproducing the work and distributing it so as to affect his potential market in

a telephone numhdn preparing its white pages, Rural simply takes the data provided
by its subscribers and lists in alphabetically by surname. The end product is a garden-
variety white pages directqrgevoid of even the slightest trace of creativity”. 499 US
340 (199) at p. 362.

44 SeeMasonv. Montgomey Data, Inc.967 F 2d 135 (5th Cir1992).

45 SeeCCC Information Seficev. Maclean Hunte Repts,44 F3d 61 (2d Cir1994).

46 Section 52(1)(a) reads: “a fair dealing with a literdrgmatic, musical or artistic work,
not being a computer program, for the purpose of (1) private us ...”

47 See for exampl€ivic Chandrarv. AmminiAmma;1996 PTR 1424ubbaxdv. \bsper
(1972) 2WLR 389;Sony Corporatiorv. Universal City 8udios, Inc.464 US 417
(1984).

48 464 US 417. In this case the court examined whether home video taping for time
shifting constitutes infringement of copyright.
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exercising the reproduction right. It was the use of the information in the work
by the defendant to compete in the business of mail order service of the plaintiff
that forced him to file this suit. It is needless to emphasize that the object of
copyright is not to protect information and recognize exclusive use of it. On the
contrary the purpose of copyright protection is to facilitate the dissemination of
information. In this context, it appears difficult to appreciate the conclusion of
the court that the act of the defendant amounts to infringement of copyright. In
this regard the observation of the US Supreme CouBoimy Corp.case is
worth noting.

“Even unauthorised uses of a copyrighted work are not necessarily
infringing.An unlicensed use of the copyright is not an infringement
unless it conflicts with one of the specific exclusive rights conferred
by the copyright statuté”.

It is the trade secret law that safeguards the confidential business
information and copyright law cannot be pressed into use for this purpose. Even
though the Delhi High Court referred to some literature on the trade secret law
it has not applied it to the facts of the case. It appears from the facts of the case
that reliance on the principles of trade secret protection would be of little help to
the court in giving relief to the plaintiff. This seems to be the reason for giving
relief under copyright. Unfortunatelthe court has not examined these issues. It
is hoped that it will examine these issues when the case comes up for final
disposal.

The Supreme Court of India has also recognized the above shift to
“Modicum of Creativity” theory from the “Sweat of the Brow” andBastern
Book Company. D. B. Modak? following the approach adopted by the
Canadian Supreme Court @CH Canadian Ltdv. Law Society of Upper
Canada®. The Indian Supreme Court also rejected the “Sweat of the Brow”

49 Sony Corpv. Universal City 8udios Inc.464 US 417.

50 AIR 2008 SC 809: 2008 (1) SCC 1.

51 (2004) SCC 13: 2004 (1) SCR 339 (Canada). The Canadian Supreme Cdtit in
Canadian Lidyv. Law Society of Upper Canad2Q04 (I) SCR 339 observed thus: “I
conclude that the correct position falls between these extremes. For a work to be”
original “within the meaning of th€opyright Actjt must be more than a mere copy
of another workAt the same time, it need not be creative, in the sense of being novel
or unique. What is required to attract copyright protection in the expression of an
idea is an exercise of skill and judgment. By skill, | mean the use &f kmaivledge,
developed aptitude or practiced ability in producing the work. By judgment, | mean
the use of one’capacity for discernment or ability to form an opinion or evaluation
by comparing different possible options in producing the work. This exercise of skill
and judgment will necessarily involve intellectual effort. The exercise of skill and
judgment required to produce the work must not be so trivial that it could be
characterized as a purely mechanical exercise. For example, any skill and judgment
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doctrine, (which conferred copyright on works merely because timegyener
skill and labour was expended, that is, originality of skill and labour), and held that
the work must be original “in the sense that by virtue of selection, co-ordination
or arrangement of pre-existing data contained in the work, a work somewhat
different in character is produced by the author”. RecethidySupreme Court

of India noticed that the two positions: (i) the “Sweat of the Brow” on the one
hand, and (ii) “Modicum of Creativity” were extreme positiofseApex Court
preferred a higher threshold than the doctrine of “Sweat of the Brow” but not as
high as “Modicum of Creativity”. Thus, Indian law mandates that not every
effort or industry or expending of skill, results in copyrightable work, but only
those which create works that are somewhé&int in charactemvolve some
intellectual efort, and involve a minimum degree of creativiBren before the
Indian Copyright (Amendmenict 1984, in the URZ and in the US&, computer
databases and computer programmes were afforded copyright protection. Thus,
copyright is capable of subsisting in a scientific record consisting of a series of
letters or other characters symbolizing the sequential structure of DNA, proteins
and similar constructs found in molecular biolggyvided the recorded sequence

is of sufficient length. This view may seem somewhat surprising at first blush,
but it is submitted that it is rather difficult to see how any other can be sustained,
consistent with the language of the Copyrigtttand well-established principles

of copyright lawAny sense of surprise would appear to arise not from the legal
principles but from the dramatically novel set of scientific facts to which they are
applied. It will often be the case that such sequences will be held in the form of
computer databases.

In Emepgent Genetics India Pvt. Ltd. Shailendra Shivam and Of%.
plaintiff sought for permanent injunction restraining defendants from selling
“tomato seeds” under trademark “ANAMA”. However, Court allowed
application of plaintif s for ad-interim temporary injunction and granted such
relief, ex-parte. Hence, this case for vacation of for ad-interim temporary
injunction. The issue was whethdn absence of copyright protection, could
plaintiff claim injunction on ground that its trade secret, and confidential information
had been unauthorized misappropriated by defendants? The Delhi High Court
observed:

“Quality of confidence highlights that trade secrets were legal
concept with sufficient effort or through illegal acts rivals might
access trade secrets. Howevdrade secret or information owner

that might be involved in simply changing the font of a work produce” another “ work
would be too trivial to merit copyright protection as an” original “work”.

52 Sega Enterprises Ltd. Richads andAnr., 1983 FSR 73.

53 Apple Computetnc.v. Franklin Computer Corporation/14 F2d 1240: 1253 (3d
Cir. 1983).

54 2011 (125) DRJ173.
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proved that reasonable efforts were made to keep information
confidential, information remains trade secret and was legally
protected. If, trade secret owners could not establish reasonable
efforts to protect confidential information, they risk losing quality of
confidentiality of information even if its information was obtained
by rivals without permission. It was noticed by Court that suit and
documents were bereft in materials about nature and quality of
information which was confidential and precise developments, which
plaintiffs’ seeds offer to public. This aspect was crucial, because if
information and techniques were neither unique, nor novel, but were
merely documentation, or compilation of existing material, or existing
techniques, freely available, or widely practised, there was no
guestion of confidentialityHowever plaintiff did not claim exclusivity

in respect of any particular technique or process. Thus, seeds in
question were in respect of commercial crop would not in any manner
detract from circumstance that nature of protection sought, that
confidentiality affects all classes of seed$ierefore, plaintifwas
unable to establish, prima facie, its claim for copyright protection in
databases, claimed by it. It was also found that it had not shown
that information, which it claims to be exclusive was capable of
protection, qualifying as “confidential information”. So, ex-parte
injunction granted at an earlier stage of proceeding, had to be
vacated.”

The Delhi High Court justified in its above decision by explaining Sections
2(0), 2(y) and 14 of the CopyrigAtt 1957.The Court stated: “Indian law has
recognized that compilation of databases is entitled to copyright protection.
However the law mandates that the work claiming protection ought to be original.
Copyright law does not also grant (the author of a literary work) protection on
ideas and facts It is the creative expression of an idea or fact which gets
rewarded by lawthrough copyright monopoly for a specified peridde law
does not, however protect every expression, but grants such recognition and
protection to expressions that are “original”. This standard is incorporated by
Section 13, in respect of every class of wérkterary work, in order to qualify
as work in which copyright can subsist, must therefore be original. However
mere labour (sweat of the brow) or investment of manpower and resources, is
not a substitute for originalitfsequences obtained from nature (e.g., the sequence
for a gene) cannot per se, be original. The microbiologist or scientist involved in
gene sequencing “discovers” facts. There is no independent creation of a “work”,
essential for matching the originality requirement. Such a scientist merely copies
from nature-genetic sequence that contains codes for proteins. Therefore there

55 Bakerv. Seldon [1879] 101 US 99Nicholsv. Universal Pictues Corporation45
F.2d (2d Cir1930);R. GAnandv. Delux Films AIR 1978 SC 1613: (1978) 4 SCCa.
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is no minimum creativitySo long as a researcher constructs a BRguence
based on a sequence discovered in nature, there is no independent creation, no
minimum creativity and thus no originafity

In Dr. Reckeweg and Co. Gmbh. ahal. v. Adven Biotech Pvt. Ltd,
the Court held that a work, in order to be called original must contain at least a
“Modicum of Creativity”. In that sense there must be intellectual originality and
creativity The level of such creativityf course, would vary from case to case
to render the work copyrightable. It noted that the originality requirement is not
particularly stringentA compiler may settle upon a selection or arrangement
that others have used; novelty is not required. Originality requires only that the
author make the selection or arrangement independently (i.e., without copying
that selection or arrangement from another work), and that it display some minimal
level of creativity Presumablythe vast majority of compilations will pass this
test, but not all will. There remains a narrow category of works in which the
creative spark is utterly lacking or so trivial as to be virtually nonexistent’. Such
works are incapable of sustaining a valid copyright. Dealing with the question of
copyright in compilations, the Court held that there could be no copyright on
facts, which form the compilation, but only on the arrangement of those facts, if
aminimal level of creativity could be established. SimiJadpyright could subsist
on the manner of expression of facts only if such “Modicum of Creativity” were
established. In this regard, the Court observed:

“To this end, copyright assures authors the right to their original
expression, but encourages others to build freely upon the ideas and
information conveyed by a work. This principle, known as the idea-
expression or fact-expression dichotoragplies to all works of
authorshipAs applied to a factual compilation, assuming the absence
of original written expression, only the compikeselection and
arrangement may be protected; the raw facts may be copied at
will. This result is neither unfair nor unfortunate. It is the means by
which copyright advances the progress of science and art.”

Law mandates that not everyfat or industry or expending of skill,
results in copyrightable work, but only those which create works that are somewhat
different in charactemvolve some intellectualfeirt, and involve a certain degree
of “Modicum of Creativity®®. In SapAktiengesellschaft. Mr. Sadiq Pasha

56 Mattel, Inc. and Ors..\Ir. JayantAgamwalla and Ors.MIPR 2008 (3) 298: 2008 (38)
PTC 416 (Del)Dr. Reckeweg and Co. Gmbh. akak. v. Adven Biotech Pvt. Ltd.,
2008 (38) PTC 308 (Delgerewell Poducts Pvt. Ltdv. Dolphin,2010 (43) PTC 507
(Del).

57 2008 (38) PTC 308 (Del).

58 Chancellor Masters and Scholars of The University of QkforNarendera
Publishing House and Or8IPR 2008 (3) 402: 2008 (38) PTC 385 (Del).
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Proprietor,**defendant illegally obtained/ installed licence and was using pirated/
infringing software products belonging to plaintiffs, as plaintiff had not granted
any valid licenceThe issue was whethéhere was infringement of copyright of
software programme of plainitéind therefore whethgplaintiff was entitled for
injunction against defendants? The software programmes developed and marketed
by plaintiff are “computer programmes” within the meaning of Section 2(ffc) of
the Indian Copyrighict, 1957 and are also included in the definition of a “literary
work” as per Section 2(0) of the Copyrigidt. It is also alleged that both India

and Germany are signatories of the Berne Convention, Universal Copyright
Convention antVTO’s TRIPSAgreement and, therefore, rights of the plaintif
companies are protected in India under Copyrgtit In this case the Delhi

High Court held that as per Section 51 of the Copyigttt copyright work

could be infringed when any person without licence granted by owner of copyright
or registrar in contravention of conditions of licence does anything, of which
exclusive right to do was conferred upon owner of copyright. Howesegrer
evidence on record it was proved that no license was issued by plaintiffs to use
software as it was not found in database maintained by pfadotifipany
Therefore, defendant could not claim tha t software found loaded on his hardware
was licensed software and was not pirated version. Using pirated versions of
softwares, copyright of which vested in plaintiff companies, defendant infringed
their copyright in those softwares. Moregwgfendant was using software for
purpose of imparting training in SAP R/3 or any other programme and defendant
had not have any education license agreement with plaintiffs therefore he had no
right to impart training in programme to any person. Hence, defendant had
infringed copyright of plaintiffs by using pirated software R/3 and by imparting
training using aforesaid software. Thus, defendant could restrained from using
any pirated/unlicensed software of plaintiff company including R/3. The Delhi
High Court observed:

“Section 51 of the Copyriglct, to the extent it is relevant, provides
that copyright in a work shall be deemed to be infringed when any
person without a licence granted by the owner of the copyright or
the Registrar of Copyrights under #et or in contravention of the
conditions of a licence so granted or of any condition imposed by a
competent authority under tAet does anything, the exclusive right

to do which is by thé\ct is conferred upon the owner of the
copyright. Section 14 of the Copyrightt, to the extent it is relevant,
provides that copyright means the exclusive rights subject to the
provisions of thé\ct, to do or authorize the doing of specified acts
in respect of a work or any substantial part thereof, which in the
case of a computer programme would include to reproduce the
work in any material form including the storing of it in any medium by

59 179 (201) DLT 709: 201 (46) PTC 335 (Del).

77



INDIAN JOURNAL OF LAW AND JUSTICE ISSN: 0976-3570

electronic means. It has come in evidence that no license has been
issued by the plaintiffs to use the above referred software. Had any
such license been issued and had the same been valid, it would have
been found in the database maintained by the pfatotifipany In

any case, the defendant has not come forward to claim that the
software found loaded on his hardware was licensed software and
was not by pirated version. Therefore, by using pirated versions of
the software, copyright of which vest in the plaintiff companies, the
defendant infringed their copyrights in those software.”

V. Remedies forinfringement of Copyright in Computer Software and
Databases—Punitive Damages:

Now question arises: What are the remedies for infringement of copyright
in computer software and databases? For infringement of copyright in any type
of work recognized in the Copyrighict 1972 damages, accounts of pf8fit
‘anton piller oder ¢! as well as criminal remedies are availahlgain question
arises: When punitive damages can be awarded in case of infringement of
copyright in computer software and databases? The fact that a lot of energy
and resources are spent in litigating against those who infringe the copyright of
others and try to encash upon the goodwill and reputation of other brands by
passing of their goods and/or services as those of that well known brand. If
punitive damages are not awarded in such cases, it would only encourage
unscrupulous persons who actuated by dishonest intention, in the case of a
trademark use the well-reputed trademark of another person, so as to encash on
the goodwill and reputation which that mark enjoys in the market, with impunity
or in the case of a software use the pirated software thereby depriving the
copyright owner of the revenue to which he is entitled by sale of license to use
that software and then avoid payment of damages by remaining absent from the
Court, thereby depriving the plaintiff an opportunity to establish actual profit
earned by him from use of the infringing mark/pirated software, which, if he is
using the infringing mark/pirated software for business purposes, can be computed
only on the basis of his account books. This would, therefore, amount to putting
premium on dishonesty and give an unfair advantage to an unscrupulous infringer
over those who have a bona fide defence to make and therefore come forward
to contest the suit and place their case before the Court. The Calcutta High
Court inC. M. Agamwalla v. Halar Salt and Chemical Wvks® observed:

60 Green Mlley Biscuit Pvt. Ltdv. Madhabi Biscuit Pvt. Ltd 2005 (1) GIT 556: 2005
(31) PTC 438(Gau).

61 Mohit Bhagavav. Bharat Bhushan Bhgava and OrsAIR 2007 SC 1717: (2007) 4
SCC 795Bucywus Euope Limited. Vulcan Industries Engineering Company Private
Limited,2005 (1) CHN 106: 2005 (30) PTC 279 (Cal).

62 AIR 1977 Cal 356.
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“Damages are denned as the pecuniary compensation which the
law awards to a person for the injury he has sustained by reason of
the act or default of another whether the act is a breach of contract
or a tort or put more shortly damages are the recompense given by
process of law to a person for the wrong that another has done to
him. Punitive damages are intended to be in solatium to the plaintiff
and in terrorem to the public.”

Regarding punitive damagesTime Incorporated.. Lokesh Srivastava
andAnr..*3 the Delhi High Court observed that punitive damages are founded
on the philosophy of corrective justice and as such, in appropriate cases these
must be awarded to give a signal to the wrong doers that the law does not take
a breach merely as a matter between rival parties but feels concerned about
those also who are not party to tieebut suffer on account of the breach. In
Hero HondaMotors Ltd.v. Shiee Assuramji Scooter® the Court noticing
that the defendant had chosen to stay away from the proceedings of the Court
felt that in such case punitive damages need to be awarded, since otherwise the
defendant, who appears in the Court and submits its account books would be
liable for damages whereas a party which chooses to stay away from the Court
proceedings would escape the liability on account of the failure of the availability
of account books. IMicrosoft Corporationv. Ms. K. Mayuri andOrs. & the
Delhi High Court emphasized the need to award punitive damages in case of
blatant infringement of copyright. In ax partefinal order preventing the
defendants from the unauthorized loading of theWIBdows and MS Qice
the court reasoned thus:

“This Court has no hesitation in saying that the time has come when
the Courts dealing actions for infringement of trade name, copyright,
patents etc. should not only grant compensatory damages but award
punitive damages also with a view to discourage and dishearten
law breakers who indulge in violations with impunity out of lust for
money so that they realize that in case they are caught, they would
be liable not only to reimburse the aggrieved party but would be
liable to pay punitive damages also, which may spell financial disaster
for them.”

The court in this case awarded rupees five lakh as compensatory damages
against a claim of Rs. 26.72 lakh by the plaintiff-and another rupees five lakh as
punitive damages. Though the reasoning is a welcome move one would wonder
whether the amount of rupees five lakh would “spell financial disaster” to the

63 116 (2005 ) DII 599: 2005 (30) PTC 3 (Del).

64 125 (2005) DIL 504: 2006 (32) PTCLY (Del).

65 2007 (35) PTC 415 (Del). See aMdarosoft Corporatiorv. Kiron andAnr., 2007 (35)
PTC 748 (Del).
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defendant who has made a profit of Rs. 26.72 lakNitnosoft Corporatiorv.
Deepak Rava¥ the Court observed that in our country the Courts are becoming
sensitive to the growing menace of piracy and have started granting punitive
damages even in cases where due to absence of defendant, the exact figures of
sale made by them under the infringing copyright and/or trademark, exact damages
are not available. The justification given by the Court for award of compulsory
damages was to make up for the loss suffered by the plaintiff and deter a wrong
doer and like-minded from indulging in such unlawful activitied_drsen and
Toubro Limitedv. Chagan Bhai Patel, the Court observed that it would be
encouraging the violators of intellectual propgftye defendants notwithstanding
having not contested the suit are not burdened with punitive damages.

VI. Conclusion:

The CopyrighAct 1975 is the law governing copyright protection in India.
It extends protection to computer program under the category of literary works
provided they constitute “original literary works”. The words “computer” and
“computer programme” have been graciously defines iA¢thgSections 2(b),
2(ffc)]. The fact that computer programmes are utilitarian works is well imbibed
in the definition by using the words “a set of instructions” and “capable of causing
a computer to perform a particular task or achieve a particular result”. The word
“expressed” asserts that even while utilitarian works are given protection, such
protection only extends to its expression. Thus the concept of idea-expression
dichotomy is advanced. The use of words, “form” and “medium” makes fixation
a requirement. The terms “words, codes, schemes, or in any other form” and
“including a machine readable from” cover protection for both source code and
the object code. The content of what is meant by “originality” has undergone a
paradigm shift from the days of “sweat of the brow” doctrine to the “modicum
of creativity” standardThus, law mandates that not everfodfor industry or
expending of skill, results in copyrightable work, but only those which create
works that are somewhat fifent in charactemvolve some intellectual feirt,
and involve a certain degree of creativity aspect peculiar to copyright laig
the “doctrine of merger”. This doctrine posits that where the idea and expression
are intrinsically connected, and that the expression is indistinguishable from the
idea, copyright protection cannot be granfgaplying this doctrine courts have
refused to protect the expression of an idea that can be expressed only one
manneyor in a very restricted manneecause doing so would confer monopoly
on the idea itself. Computer software and databases satisfy the “modicum of
creativity” standard. Therefore, protection of computer software and databases
through copyright law is justified.

66 MIPR 2007 (1) 72.
67 MIPR 2009 (1) 194: 2009 (39) PTC 538 (Del).
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